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NATIONAL Harness MANUFACTURERS ASSOCIATION 


v. Feperat Trape CoMMISSION, ET AL. 
(261 Fed. Rep. 170) 


United States Circuit Court of Appeals, Sixth Circuit 
November 15, 1919 


FeperAL Trap—E CommissioN—Petition TO Review Orvder—PRINTING OF 
REcorpD. 

Upon petition to review an order of the Federal Trade Commission 
directing petitioner to desist from certain methods of competition the 
record should not be required to be printed at large. The petitioner 
should prepare and serve upon the Commission a statement of such 
parts of the record as the petitioner thinks should be printed, including 
a condensed narrative of so much of the testimony as is material to the 
points to be raised; upon which the Commission may propose amend- 
ments, and in event of disagreement the matter may be brought to the 
attention of the Court. 


Petition to review an order of the Federal Trade Commission. 
Directions given upon the matter of the printing of the record. 


Lorbach & Garver of Cincinnati, Ohio, for National Harness 
Manufacturers’ Ass’n. 

Claude R. Porter, of Washington, D. C., for Federal Trade 
Commission. 

Before Knappen, Denison, and Donanue, Circuit Judges. 


Per Curtam. The Federal Trade Commission, proceeding 
under section 5 of the act of Congress approved September 26, 
1914 (88 Stat. 719, c. 311 [Comp. St. § 8836c]}), conducted an in- 
vestigation and thereupon made an order requiring the Harness 
Manufacturers’ Association to desist from using certain methods of 
competition therein specified. Thereupon the association filed its 
petition, asking this court to review and set aside such order. At 
a previous session we denied the motion of the association to dis- 
pense with printing the record; and, the record not having been 
printed, the commission now moves to dismiss the petition for re- 
view. 

We think our previous order, which assumed that printing was 
necessary and thereupon declined to dispense with it entirely, did 
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not sufficiently take into account the character of this proceeding. 
Our rule 19 (202 Fed. xiii, 118 C. C. A. xiii) provides for the print- 
ing of all records, but contemplates only records in those proceed- 
ings to which the body of the rules is applicable, viz., records on 
writs of error or appeals or on some specified petitions. In all these 
cases the record has been prepared under some supervision which 
insures printing only the essential parts. This rule 19 should not 
be interpreted so as to require printing at large such a record as 
this. By the provisions of this act, the commission conducts a gen- 
eral investigation and takes proofs; there is no judicial regulation 
of the reception of evidence. Thereupon the commission makes a 
finding of facts and an order. If the order is not observed, the 
commission may apply to this court for a mandatory order of en- 
forcement, and files this in court a copy of the entire record and of 
its finding of facts. In case of such application, there is a provision 
for taking further testimony, to be ordered by this court, at the re- 
quest of either party. In case the defendant feels aggrieved by the 
order of the commission, he may file a petition in this court for re- 
view, and the commission is required to file the transcript of. the 
record. The court then has the same duty of review as if the com- 
mission had brought the matter here. 

The provision regarding further proofs indicates that the tran- 
script first filed is not of the permanent character of ordinary tran- 
scripts, and that the printing of parts of the original might be ren- 
dered inadvisable by later proofs; and though this provision for 
further proofs does not in terms apply to a defendant’s application 
for review, we should hesitate to construe our printing rule as ap- 
plicable to one and not to the other method of review. 

The statute further provides that the finding of facts by the 
commission shall be conclusive, if supported by any evidence. It 
follows that there will be no occasion to resort to the record on 
which the findings were based, unless it is alleged that there was no 
evidence to support a particular finding, and then it would be neces- 
sary to examine only so much of the evidence as pertained to that 
subject. The statute further provides that the proceedings shall 








ae 





HUMISTON V. UNIVERSAL FILM MFG. CO., ET AL. 6l 


be in every way expedited and shall be given precedence over all 
other cases pending. 

All these considerations persuade us that there should be a 
revision and condensation of the transcript before it is printed. 
We think a satisfactory practice will be obtained by following the 
analogy of general equity rule 75 (198 Fed. xl, 115 C. C. A. xl). 
The order, therefore, will be that the former order refusing to dis- 
pense with printing be vacated; that the petitioner, within 30 days, 
prepare and serve upon the commission a statement of such parts 
of the record as the petitioner thinks should be printed, including 
a condensed narrative of so much of the testimony as is material to 
the points to be raised; that within 30 days thereafter the commis- 
sion propose such amendments to such statement and narrative as it 
thinks proper; and that, if the parties do not thereupon promptly 
reach an agreement as to the record necessary to be printed, the 
matter be brought to the further attention of the court. 


Hvumiston v. Universat Fitm Mere. Co., er At. 
(178 New York Supp. 752; 189 App. Div. 467) 


New York Supreme Court, Appellate Division, First Department 


November 21, 1919 


1, Rigut oF Privacy—UwnavtTuorizep Use oF PErson’s PicturE anD NAME 
1N Motion PIicrTures. 

Where, without her consent, the picture of a woman and her name 
were used in motion pictures depicting an event of current interest, 
said pictures being part of a single set and being shown practically 
simultaneously in different parts of the country, it was held that such 
use was not within the prohibition of sections 50 and 51 of the Civil 
Rights Law of New York. 


2. Riegut or Privacy—Uwnavtnorizep Use or NAME AND Picture Upon 
Posters. 


ApverTISING Motion Pictures. 

Where the presentation of a motion picture film containing plain- 
tiff’s picture and name was not a crime, the use of the name and 
picture in the approach to the theatre and upon the bill-boards in 

front, as advertising what was to appear upon the screen, was also 
permissible. 
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Appeal by the defendant from an interlocutory judgment of 
the Trial Term of New York County, granting an injunction and 
directing an assessment of damages by a jury at the plaintiff's re- 
quest. Judgment reversed, and the complaint dismissed. 





Argued before Crarke, P. J., and Laveuuin, Dow ine, Situ, 
and MerriLL, JJ. 


Stanchfield & Levy, of New York City (Siegfried F. Hart- 
mann, of New York City, of counsel, and John B. Stanch- 
field, of New York City, on the brief), for appellant Uni- 
versal Film Mfg. Co. 

Siegfried F. Hartmann, of New York City, for appellant Uni- 
versal Film Exchange of New York, Inc. 

Edward K. Sumerwell, of New York City, for respondent. 


Situ, J.: The action is brought under sections 50 and 51 of 
the Civil Rights Law (Consol. Laws, c. 6), prohibiting the use of a 
person’s name or picture, without his written consent “for advertis- 
ing purposes or for the purposes of trade.” The acts enjoined by 
the judgment appealed from are: first, the presentation of the plain- 
tiff’s name and picture as news in a motion picture film depicting 
current events; and, second, the publication of the plaintiff's name 
and picture on certain posters used to announce the subjects of 
current interest exhibited by the film. The court below found the 
publication of the plaintiff's name and picture in the motion uicture 
film to be a use “for purposes of trade,’ but also that it was not a 
use “for advertising purposes.” On the other hand, the court found 
that the publication of the plaintiff’s name and picture in the pos- 
ters was a use both for advertising purposes and for purposes of 
trade. In its decision the court made the following findings: 

I. The pictures of the plaintiff complained of were presented in a 
current number of a weekly film review of current events, known as “Uni- 
versal Animated Weekly” and “Universal Current Events,” being a “series 
of reels of films * * * presenting subjects of news interest.” 

II. The pictures of events contained in these news reels “are pictures 
taken on the spot at the time of the occurrence of the event depicted,” and 
“are not reproductions or re-enactments of the events depicted.” 


III. The news films “contain no advertising matter” and “are not used 
by the defendant * * * to advertise or exploit other pictures produced 
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by it’; their production being “an independent enterprise,” “not related 
in any way to the production of other pictures by the defendant.” 

IV. The pictures complained of had to do with the plaintiff’s solution 
of a famous murder mystery, a current event of great news interest, which 
was prominently featured by the public press in the news of the day. 

V. The pictures were published by the defendants at the same time 
that the plaintiff's name and picture were prominently featured in the pub- 
lic press and her work widely commented on and discussed. 

VI. The pictures relating to this murder mystery constituted one of 
ten subjects of current news interest, all presented with equal prominence 
in the same current number of “Animated Weekly.” 

VII. The pictures of the plaintiff were actual photographs, showing 
her seated in an automobile with a member of the New York police depart- 
ment, and were taken while the plaintiff was actually engaged in her work 
on the murder mystery. 

VIII. Accompanying the pictures of the plaintiff were photographs 
of scenes and persons connected with the murder mystery. 

IX. The pictures of and the references to the plaintiff truthfully 
depicted facts connected with the murder mystery. 

X. The pictures of the plaintiff as exhibited through this film “were 
incidental to the presentation of a current event in motion picture form.” 


The court further held that the plaintiff was entitled under 
the act to the trial of her damages before a jury as a matter of right. 

The defendant Universal Film Manufacturing Company is one 
of five companies engaged in the business of producing motion pic- 
ture films of current events and news items. The films produced 
by this defendant, containing such pictures of current events, are 
entitled “Universal Animated Weekly” and “Universal Current 
Events.”” Each week the defendant publishes and distributes one 
number or issue of the “Animated Weekly” and one number or issue 
of the “Current Events.’”’ Each number or issue is comprised in a 
reel or film approximately 1,000 feet in length, presenting from 
10 to 15 subjects, each a matter of current news. For the production 
of these news reels the defendant maintains a large organization 
devoted exclusively to the gathering and editing of news items in 
motion picture form. The photographs which are presented are 
taken by a corps of motion picture photographers or “reporters” 
stationed at various parts of the country. Each of these correspon- 
dents has a camera, and when a news event occurs or is about to 
occur in the territory assigned to him, he photographs the event and 
forwards the negative to the main office of the defendant in New 
York. There are thus submitted each week to the defendant, for 
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inclusion in the two weekly reels of news films, many times more 
than the 2,000 feet of negative required, so that it is necessary to 
cull out of the great quantity of pictures submitted, 2,000 feet of 
the most important material. From the negatives thus submitted 
the selection is made by men of newspaper experience, who also 
compose the captions or explanatory reading matter which preface 
the presentation of the successive subjects portrayed. 

The defendant’s news service is shown in motion picture 
theaters, schools, churches, cantonments, vessels of the navy—in 
fact, wherever there are motion picture machines. The news reels 
are utilized by the government of the United States and by munici- 
pal governments for purposes of public good. They have been used 
for the promoting of the Liberty Loans, and by the Food Adminis- 
trator, and by the Fuel Administrator, by the Secretary of War and 
the Secretary of the Navy for recruiting for the Army and Navy, 
and by the board of health of the city of New York to prevent the 
spread of Spanish influenza. These are all found as facts by the 
court below. 

The Universal Film Exchange is another corporation through 
which the picture films made by the Universal Film Manufacturing 
Company are distributed to the trade. 

There is a clear distinction between a news reel and a motion 
picture photoplay. A photoplay is inherently a work of fiction. A 
news reel contains no fiction, but shows only actual photographs 
of current events of public interest. The news reel is taken on the 
spot, at the very moment of the occurrence depicted, and is an actual 
photograph of the event itself. The photoplay, as the result of 
fiction, retains its interest, irrespective of the length of time which 
has elapsed since its first production; whereas, a news reel, to be of 
any value in large cities, must be published almost simultaneously 
with the occurrence of the events which it portrays. This news 
service, as far as it goes, is a truthful, accurate purveyor of news, 
quite as strictly so as a newspaper. While a newspaper account 
conveys the news almost entirely by words, the news service con- 
veys the same by photographs, with incidental verbal explanation. 
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This action is brought by this plaintiff, who is a lawyer in the 
city of New York, to enjoin the publication of a film and for dam- 
ages claimed to have been suffered by its publication. This film 
represented her as she was engaged in legal work connected with 
the solution of the mystery of the disappearance of Ruth Cruger. 
The body of this girl was, through the efforts of this plaintiff, dis- 
covered buried under the floor in the back room of the shop of an 
Italian in the city of New York. The police had been searching 
diligently to unravel the mystery of the absence of Ruth Cruger, 
and it was not until this plaintiff took charge of the matter and 
insisted upon excavating under the shop of this Italian that the 
body was discovered. The daily papers, all of them, displayed 
prominently the fact of this discovery, and the name and picture 
of the plaintiff as the one through whose persistence and intelligence 
the discovery had been made. Facts in connection with this dis- 
covery were pictured by the reporters of the defendant manufactur- 
ing company, and among other things was the picture of the plain- 
tiff in an automobile with a captain of police, while she was actually 
engaged in the matter. ‘This picture was a truthful picture taken 
of a current event at the time that it happened. The trial court has 
held that it was unlawfully published, without the written consent 
of the plaintiff, under sections 50 and 51 of the Civil Rights Law, 
and this presents the first question for our consideration. 

Section 50 provides as follows: 

“A person, firm or corporation that uses for advertising purposes, or 
for the purposes of trade, the name, portrait or picture of any living per- 


son without having first obtained the written consent of such person, or if 
a minor of his or her parent or guardian, is guilty of a misdemeanor.” 


Section 51 gives to a person whose name, portrait, or picture 
is used within the state for advertising purposes, or for the purpose 
of trade, without the written consent first obtained, an equitable 





action to prevent and restrain the use thereof and he 


“may also sue and recover damages for any injuries sustained by reason of 
such use and if the defendant shall have knowingly used such person’s name, 
portrait or picture in such manner as is forbidden or declared to be un- 
lawful by the last section, the jury, in its discretion, may award exemplary 
damages.” 
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Now, this law was passed in 1903. It was passed after a de- 
cision by the Court of Appeals in 1902, in the case of Robertson v. 
Rochester Folding Box Co., 171 N. Y. 588, 64 N. E. 442, 59 L. R. 
A. 478, 89 Am. St. Rep. 828, which held that there was no right of 
privacy, and further held: 

“An injunction cannot be granted to restrain the unauthorized publica- 
tion and distribution of lithographic prints, or copies, of a photograph of a 
young woman as part of an advertisement of a legitimate manufactured ar- 
ticle, where there is no allegation that the picture is libelous in any respect, 
but, on the contrary, the gravamen of the complaint is that the likeness is 
so good that it is easily recognized, and that it has been and is used to at- 
tract attention to the advertisement upon which it is placed, although the 
publication has caused her great mental and physical distress, necessitating 
the employment and attendance of a physician.” 

In view of the passage of this act at the next session of the 
Legislature after this decision was handed down by the Court of 
Appeals, it thus appears what was the primary object of the Legis- 
lature in passing this act. At that time the moving picture indus- 
try had not been developed. There was no such thing as the pub- 
lication of current news items by moving picture films, so that it is 
clear that the Legislature did not have this class of publication in 
mind at the time of the passage of the law. 

It cannot be contended that the publication of moving pictures 
is not a trade. But we think it is not such trade as was within the 
contemplation of the Legislature in the passage of the act. They 
are published for profit, as a newspaper is published for profit. 
Their profit depends upon their ability to present accurate and in- 
teresting news, as well as the photoplays of fiction. It is precisely 
the same with a newspaper. That the publication of moving pic- 
tures is a publication made in trade is held in the case of Binns v. 
Vitagraph Co. of America, 210 N. Y. 51, 103 N. E. 1108, L. R. A. 
1915C, 839, Ann. Cas. 1915B, 1024. It does not necessarily fol- 
low, however, that the statute was meant to apply to all publica- 
tions, even for the purposes of trade. To determine whether the 
publication complained of was within the statute, the whole statute 
must be considered, both in its origin and in its effect. The pre- 
sumable motive for its enactment has been indicated as shown in 
the Robertson case cited. The effect of the statute, interpreted as 
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it has been interpreted by the trial court, is very far-reaching and 
even startling. Not only is the publication of a portrait or picture 
without the written consent of the party made a misdemeanor, but 
the publication of the name of a party without written permission 
is made a misdemeanor. The exhibition of a motion picture of a 
public parade would, under the trial court’s interpretation, subject 
the defendant to prosecution for crime. The exhibition of a motion 
picture showing a game of baseball, or a game of football, would, 
under the trial court’s interpretation of the statute, be a crime, un- 
less with the written consent of every person either among the play- 
ers or among the spectators shown upon the film whose likeness was 
distinguishable. The question is not whether any one, whose pic- 
ture or name is represented, may feel aggrieved; but the commission 
of a misdemeanor is a matter of public concern, and the party guilty 
may be prosecuted upon the complaint of any person, whether ag- 
grieved or not. 

Waiving for the moment the question of constitutional right, 
every newspaper every day would be guilty of a crime, if the con- 
struction of the court below be right, in the description of any event 
wherein persons are named without their written consent. In the 
Binns case Judge Chase says that this act clearly would not apply 
in the case of a single publication in a single newspaper. Why not, 
if it applies to the case here presented? These motion picture films 
are distributed and shown to different audiences in different parts 
of the country, just as a newspaper is circulated in different parts 
of the country and reaches different readers. For this purpose a 
number of films are made, just as a number of editions of a paper 
are printed and sent to different communities. When the matter is 
fresh, the event is a matter of interest; but the public soon tires of 
it and wants fresh news. I am unable to see any practical differ- 
ence between the presentation of these current events in a motion 
picture film and in a newspaper, and when it is considered that 
under plaintiff’s interpretation of the statute the mention in any 
newspaper or motion picture film, or any publication of any kind 
of a single name in connection with any private or public matter, 
without the written consent of the person named, is a misdemeanor, 
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the court should be slow to so interpret the act. If this statute had 
simply provided for the right of injunction to prevent the portrayal 
of the picture of any person without his written consent, a different 
question might be presented. Under such a statute the court in the 
case at bar might hold the statute applicable. But where the sta- 
tute goes further, and includes either the name or the picture of a 
person, and makes the publication of either without a written con- 
sent a misdemeanor, the reasonable and necessary inference is not 
only that the statute does not apply to the publication of a news- 
paper in a single issue, but also the statute does not apply to the 
publication of a picture or name in a single set of films of actual 
events issued at one time for distribution in different parts of the 
country before different audiences as a matter of current news. It 
matters not what may be the motive in the publishing of these films, 
whether instructive, or whether to satisfy the morbid curiosity, any 
more than it matters what may be the motive in the publishing of 
actual news items in a newspaper. The rule of law as held by the 
trial term would make practically impossible the exhibition of films 
representing current events wherein the name or picture of a living 
person is given, whether of interesting, instructive, or elevating 
events, or whether introduced for the purpose of courting publicity. 

In the same issue of the Animated Weekly was published a 
picture of President Hibben, conferring a degree upon a distin- 
guished foreigner. Under the rule of law announced by the Special 
Term, if such publication was without his written consent, the de- 
fendant is guilty of a misdemeanor, not only in the publication of 
this picture, but in the mention of the name of President Hibben, 
in the descriptive words which appear as the picture is presented. 
The defendant would be also guilty of a misdemeanor by exhibiting 
the picture of the diplomat upon whom the degree was bestowed, 
and also guilty of a misdemeanor in showing the portrait of some 
outsider who happened to be within the bounds of the picture. With 
this interpretation of the statute I cannot agree. 


The authorities, so far as they discuss the question, seem to 
me to be in entire harmony with the conclusion which I have 
reached. In the Jeffries Case, reported 67 Misc. Rep. 570, 124 
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N. Y. Supp. 780, Judge Whitney writes that the picture of a per- 
son is not used for trade purposes, within the meaning of the sec- 
tion, when used merely for the dissemination of information and not 
for commerce or traffic. This decision has been approved in the 
Colyer Case, reported in 162 App. Div. 297, 146 N. Y. Supp. 999, 
in the Second Department, where it was held that an actress, whose 
portrait was published in a weekly periodical without her consent, 
but not for advertising purposes, could not recover damages under 
the act. In that case a professional diver had had her picture 
taken in costume, which was produced in the Police Gazette with- 
out her consent, together with other vaudeville actresses in costume, 
under a heading: 


“Five of a Kind. Most of Them Adorn the Burlesque Stage. All of 
Them are Favorites with the Bald-Headed Boys.” 


It would seem that if, under any such circumstances, the sta- 
tute could be held to apply, it would have been held to have applied 
in that case; but it was there held that the publication was not with- 
in the act, as for advertising or for trade purposes. 

In the Binns Case, 210 N. Y. 51, 108 N. E. 1108, L. R. A. 
1915C, 839, Ann. Cas. 1915B, 1024, the presentation was not of 
pictures actually taken at the time of the occurrence of the events, 
but the film was taken in a studio, with actors dressed for the occa- 
sion, in order to present a representation of what might have oc- 
curred. It was held to be pure fiction, and not fact, and as such 
it was held to be within the act, and the exhibition of that film was 
enjoined. In that case Judge Chase said in his opinion: 

“It would not be within the evil sought to be remedied by that act to 
construe it so as to prohibit the use of the name, portrait, or picture of a 


living person in truthfully recounting or portraying an actual current event, 
as is commonly done in a single issue of a regular newspaper.” 


The representation of this plaintiff was published in a single 
set of films, to be distributed at the same time to different parts of 
the country as a news item. It was interesting when first exhibited. 
The fact that these films were widely distributed, so as to be seen 
by many people, cannot make the offense any greater than would 
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be the offense in a newspaper with a large circulation, publishing 
the same picture or the same names in a single issue. The fact 
that the picture may have been seen by the same person more than 
once would not condemn the publication, because a single issue of a 
newspaper is often seen several times by the same person. The 
exhibitor of these films, with the interest of the public in view, is 
not going to exhibit any news item after the interest in the item has 
died out. The fact that this publication is so markedly different 
from the publication which is recognized as the inspiration of the 
passage of the law in question in itself furnishes a strong probabili- 
ty that it is not within the prohibitive act, and when the right to an 
injunction and to damages is based upon an act made criminal by 
the same statute, the law of strict construction should lead us to 
interpret the act in favor of the party charged with crime. 

A further question arises as to the use of the name and the pic- 
ture of the plaintiff upon posters used to advertise this exhibition. 
If it be held that they cannot be used under the statute for the pur- 
poses of advertising these motion pictures, then it is clear that they 
cannot advertise the motion pictures at all, because they cannot be 
fully advertised, at least, without giving the name of the parties 
represented. When King Albert landed in New York, one of these 
companies procured moving pictures of the landing. Those were 
exhibited the same night in the city of New York, and upon the bill- 
board at the entrance of the theater it was announced that pictures 
of the landing of King Albert were to appear that night. Were 
they guilty of a misdemeanor for this announcement? If the con- 
clusion which I have reached upon the other branch of the case be 
correct, the presentation of the film describing that landing would 
not be against the spirit of the act. If so, it is difficult to distin- 
guish, and say that the advertising of the film with the simple use 
of King Albert’s name constituted a crime. If the use of his name 
alone in advertising the film did not constitute a crime, the use of 
his picture would be no more criminal. So, in the case at bar, if 
the presentation of this film be not a crime, the use of the plaintiff’s 
name or picture in the approach to the theater and upon the bill- 
boards in front, as advertising what was to appear upon the screen, 
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is I think incidental to the exhibition of the film itself. The statute, 
we think, only prohibits advertising with respect to a trade falling 
within the scope of the statute. The act should not reasonably 
be construed to prohibit such use of a name or picture. 

The appellants also challenge the holding of the trial court 
that the plaintiff is entitled to have the jury assess her damages as 
matter of right. If I am right in my conclusion that neither the 
production of the film nor the publication of the name or posters 
as incidental to the production of that film is within the prohibition 
of the statute, consideration of this question becomes unnecessary. 

The judgment appealed from should be reversed, with costs, 
and the complaint dismissed, with costs. Settle order on notice. 


LAUGHLIN and MERRELL, JJ., concur. 
CrarKE, P. J., and Dow ine, J., dissent as to the poster adver- 
tisements. 


[Nore: With the above compare the case of Loftus v. Greenwich 
Lithographing Co., 9 T. M. Rep. 362.] 


Right WorsHipruLt Eastern District Granp LopGe, NuMBER 
ONE, OF THE INDEPENDENT OrpER oF Goop SAMARITANS AND 
DavuGuHTers OF SAMARIA OF NorRTH AMERICA AND THE WEST 
InpiEs v. Barnasus G. JOHNSON, ET AL. 

(107 N. Y. Misc. Reps. 249; 177 N. Y. Supp. 500) 

Supreme Court of New York, Trial Term 


May, 1919 


NAMES OF VoLUNTARY AssoCcIATIONS—PROTECTION. 
Equity will protect the right to the user of the name or style of 
a corporate body or voluntary unincorporated association organized 
and carried on for other purposes than the ends of trade or commerce. 


Action to restrain the use of a corporate name. 


Samuel A. Singerman, for plaintiff. 
George C. Franciscus (Guernsey Price, of consel), for defend- 
ants. 


McAvoy, J.: No longer can it be asserted successfully in 
equity that a right to the user of the name or style of a corporate 
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body or voluntary unincorporated association will not be protected 
unless organized and carried on for the mercenary ends of trade or 
commerce. Some opinions of English jurists, and the Colonial 
Dames case here (173 N. Y. 586), once gave countenance to this 
view, but it is now unrecognized and almost formally repudiated. 
Society of the War of 1812 v. Society of the War of 1812, in State 
of New York, 46 App. Div. 468; Benevolent Protective Order Elks 
v. Improved B. P. O. Elks, 205 N. Y. 459; Supreme Lodge Knights 
of Pythias v. Improved Order Knights of Pythias, 118 Mich. 1838; 
Salvation Army in United States v. American Salvation Army, 205 
N. Y. 619. The basis of relief is essentially similar to that for 
which the restraining power is invoked in behalf of trading com- 
panies, to wit, the likelihood of deception of the public because of 
identity of cognomen, style of corporate title, unique description of 
purpose of insignia of membership or of trade-mark. We can pro- 
ceed, then, on the assumption that if the defendants’ use of the title 
adopted by them is calculated to deceive the careful man or woman 
acting in a careful manner into an erroneous belief that the defen- 
dant order is the same fraternal body as the plaintiff or a branch 
or subordinate lodge thereof, such use of its title ought to be en- 
joined. One can hardly close his eyes to the obvious intent of the 
user of this title and its significant feature. The appeal to the pos- 
tulant for membership is the concept of the gracious and neighborly 
conduct of the Samaritan recited in the Gospel according to St. 
Luke, chapter 10, beginning with the thirty-third verse, of which 
the court is judicially informed and personally cognizant. The dis- 
tinctive appellation of ‘““Good Samaritans,” adopted by a fraternal, 
benevolent and philanthropic order, may be protected on invoca- 
tion of the prior corporate user, because the tendency of those 
solicited for membership is quite likely to be affected toward a re- 
sponsive enrollment by reason of the nature of the objects of the 
society as connoted by its name. In these affairs of life it is al- 
most true that “the name’s the thing,” and the name by which both 
bodies are surely to be known in common speech is “Good Samari- 
tans.” It requires a subtle reasoning and meticulous distinctions 
to reach any other conclusion than that deception is sure to ensue 
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if both orders continue the use of substantially similar names, and 
it is not the rule that a word changed here and there in a title is 
enough of disparity to allow escape from inhibition of its user 
against a prior right accruing through earlier incorporation in and 
adoption of the contentious name. Where a corporation has appro- 
priated and used a name for such length of time as to become identi- 
fied by the name, and has established a character and reputation 
under it, it is a fraud upon the corporation and the public if this 
name be assumed by others under such circumstances as would lead 
the public to believe that they constitute the original corporation. 
It is the private special injury to the party aggrieved and the im- 
position upon the public that constitute the wrong which the court 
redresses. It is not at all elementally essential that the wrong be 
intentionally committed. It is enough that the user of the name 
be such as surely to persuade the prospective joiner that the defend- 
ant organization is the plaintiff, and thereby inure to the damage 
of the latter. If one chose a name likely to be believed to be that 
of another, it is fair to infer that he will so use that name as to pro- 
mote the desired belief. There need not be proof that any one has 
yet been deceived; it is in the likelihood of deceit that the evil 
sought to be corrected rests. There is but one hesitant thought in 
rendering a decree of injunction. That arises from these circum- 
stances received in evidence as historical data, acquired in the ex- 
perience of a witness for defendant. This very estimable lady gave 
a history of this order, in so far as it obtained in our state, which 
was designed to justify the defendants in using the contentious title. 
Some time in the year 1848 a Grand Council of the Order of Good 
Samaritans existed in New York, a copy of whose purported charter 
was produced at the trial. The members of this body were colored 
people. There was, too, a Grand Lodge of the Order of Good 
Samaritans existing at the same time, which was composed of per- 
sons both colored and white. In about 1865 the white men of the 
grand lodge gradually dropped out of the order, and there remained 
the two bodies, the grand council and the grand lodge, both now 
composed solely of colored members. The grand council became 
and has been practically extinct in New York for many years, has 
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had no branches, lodges or other subordinate chapters, and the 
grand lodge has carried on the work of the order here and became 
incorporated as a New York corporation since the eventual dissolu- 
tion of any life in the parallel body known as the grand council. 
The national council of the order, which had the headship of the 
grand councils, has been in continuous existence throughout the 
period during which the New York Grand Council has become de- 
funct. It is from this national council that defendants have re- 
ceived a charter to carry on the work of the order, and it is asserted 
that the grant of this national council of such charter right confers 
on them the privilege of user of the name Good Samaritans in invi- 
tum of the local corporate body previously established, and ex- 
clusively for some period exercising the duties and work of the 
order. Many of the states have both branches of the order operat- 
ing in harmony within their confines, but none have, so far as ap- 
pears, had a pause in continuity of existence in either their state 
lodges or councils such as has eventuated in our own commonwealth. 
This lack of user of the name within the state by the grand council 
for so long a period seems to me to amount to an abandonment of 
the power to assert a coincident right to concurrent use of this dis- 
tinctive name, and accordingly the remedy is patent. The good 
works likened to those of the Samaritan ought not to be restrained, 
nor their performance enjoined, but there are in the histories, both 
sacred and profane, many titles to assume, which will assist in in- 
spiring the members of the defendant order to carry on their con- 
ception of the work that they would do. A decree ought to be hand- 
ed in restraining the defendants from the use of the words Good 
Samaritans in the title of defendants’ order or in anywise holding 
out to the public any device, insignia, ritual, badge, emblem, figure, 
sign, charter or other indicia of their voluntary association calcu- 
lated to proffer to prospects that the defendants and their associates 
are the plaintiff order or have any right to the use of the name. 
Ordered accordingly. 
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THOMPSON LUMBER CO. V. THOMPSON YARDS, INC. 


THompson LumsBer Co. v. THompson Yarps, INc. 
(175 Northwestern Rep. 550) 


Supreme Court of Minnesota 
December 19, 1919 


(Syllabus by the Court) 


Trape-Marks AND TrapE-Names—Unrair CoMPetITION BY RESEMBLANCE 
or NaMEs. 

In this action to enjoin defendant from using its corporate name 
in its business in the vicinity where plaintiff was engaged in a like 
business on the ground of unfair competition, it was conceded that de- 
fendant neither intended nor attempted to actively mislead the public, 
but it was contended that, nevertheless, the natural result of the use of 
defendant’s name was to create confusion and a wrongful diversion of 
plaintiff’s business to defendant. It is held: 

The names of the two corporations are not so similar in appear- 
ance that it may be held, as a matter of law, that the mere selection 
and use by defendant of its name tends to work a fraud upon the 
plaintiff or constitutes unfair competition. 

Trape-Marks AND Trape-Names—EvipENce SvusTaInine FInpINGs oF 

Unrair CoMPETITION. 

The findings of fact to the effect that the use by defendant of its 
name, in doing business in the vicinity of plaintiff, neither has caused 
loss to the latter nor is likely to wrongfully divert its business, and 
that defendant has not attempted to mislead the public, are sustained 
by the evidence. 

Trape-Marks AND TRADE-NAMES—CONSIDERATION OF Com™MopiTy Han- 

DLED IN DeTeRMINING UNFAIR COMPETITION. 

In determining the question of unfair competition, regard may be 
had to the fact that the commodity handled by the parties obtains no 
prestige from the name of the dealer or manufacturer. 

Trape-Marks AND TrapeE-Names—Use or Inpivipvat NAME as Part oF 

NAME OF CoRPORATION. 

A person who has acquired a business reputation may, when he 
participates in organizing a corporation to take over that business, law- 
fully permit his name to become a part of the corporate name, pro- 
vided it is not so similar to that of an existing corporation that the 
necessary result is loss to the latter, or the selection of the name is with 
a view to deceive. 


Appeal from the District Court of Hennepin County. 
Action for an injunction. 


Findings for defendant, motion for amended findings or a new 


trial denied, and plaintiff appeals. Order affirmed. 
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Rose & Brill, of Minneapolis, for appellant. 
Clapp & McCartney, of St. Paul, for respondent. 





Hott, J.: The action is to enjoin defendant from conducting 


a retail lumber business in the counties of Hennepin and Ramsey 
under its name or a name containing the surname Thompson. The 
trial resulted in findings for defendant. A motion for amended 
findings or a new trial was denied, and plaintiff appeals. 

Both parties were incorporated under the laws of this state; 
plaintiff in August, 1913, and defendant in March, 1915. A. R. 
Thompson, the president of plaintiff, has been engaged in the re- 
tail lumber business in Minneapolis for a period of 30 years. He 
first operated under his own name; later, during several years, 
he was associated with a son, doing business as A. R. Thompson & 
Son; and then in 1907, they, with others, organized and conducted 
the lumber business as a corporation named Thompson-McDonald 
Lumber Company. Having in 1913 sold their stock in that cor- 
poration, Thompson and sons organized plaintiff, and the former 
corporation changed its name to John F. McDonald Lumber Com- 
pany. Plaintiff's yard is in southeast Minneapolis, and the terri- 
tory it serves also includes the Midway District in St. Paul. It has 
a prosperous business. 

For many years George P. Thompson, defendant’s president 
and general manager, has been identified with the retail lumber busi- 
ness in this and adjoining states. Inmediately prior to March, 
1915, he had been general manager and principal stockholder of the 
Wells-Thompson Company, which conducted over 40 lumber yards 
in this state and the Dakotas. When, in 1915, the promoters of 
defendant purchased the business and good will of Wells-Thompson 
Company, there was no intention to operate retail lumber yards in 
the counties of Hennepin and Ramsey. But in January, 1919, de- 
fendant bought several yards theretofore conducted in these coun- 
ties by another corporation. Defendant now owns over 175 retail 
yards in the states mentioned and in Iowa and Montana. Its busi- 
ness is not confined to lumber, but includes traffic in coal and build- 


ing material. The general office of the corporation has always been 
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at 1645 Hennepin Avenue in Minneapolis. It is now capitalized at 
$3,000,000, $600,000, of which is owned by Geo. P. Thompson. 

The cause of action rests on the claim of unfair competition. 
The trial court found that some confusion has always existed in the 
mail and telephone service of the parties, growing out of the fact 
that the word Thompson occurs in the name of both corporations, 
which confusion has increased somewhat since January, 1919. It 
was also found that this confusion is only such as naturally exits 
by reason of the word Thompson being found in both names, and 
that it could not be substantially lessened if the word was used in a 
different combination and with other words than those now in the 
name. The court found that no substantial damage or loss of busi- 
ness had resulted to either party on account of the names having 
a word in common; and that defendant has done nothing to mislead 
the public into believing that its business is plaintiff's, and has not 
attempted to divert to itself any of plaintiff's trade. The findings 
are very full on these matters, but the substance thereof is that 
there has been no unfair competition, and no attempt at deception 
at the expense of plaintiff. And upon the trial plaintiff's counsel 
stated repeatedly that no affirmative fraud or act of deception to 
obtain plaintiff's trade or to palm off defendant's business as 
plaintiff's was charged against defendant. 

The appeal must therefore turn upon the soundness of the 
propositions advanced by plaintiff that the law implies fraud when- 
ever a party assumes a name to do business which is so similar to that 
of another dealer, already established in that business, that the natu- 
ral tendency of the name itself is to cause confusion in the mind of 
the public and divert the business of the latter to the former; and 
further, that the assumption of a somewhat similar name under such 
circumstances constitutes legal fraud, unless precaution is taken 
to differentiate the business of the newcomer from that of the one 
first in the field so that the public will not be misled. 

It is to be noted that the names of the two corporations do not 
look alike. There is sufficient dissimilarity in appearance and 
sound so that it cannot be claimed that the provision of section 6147, 
G. S. 1918, prohibited defendant from adopting the name it bears. 
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Each is composed of three words, and of those only the first is com- 
mon to both. It is said the word “yard” is ordinarily taken to 
mean a lumber yard. But we do have coal yards, wood yards, brick 
yards, and other yards not devoted to the lumber business. The 
names are not so similar in appearance that the mere selection of 
defendant’s name should in and of itself be held to work a fraud 
upon plaintiff, or be considered as naturally tending to wrongfully 
divert plaintiff's trade to defendant. Indeed, plaintiff concedes 
that defendant is entitled to conduct a retail lumber business under 
its corporate name anywhere, except that it must not do so in that 
name in the two counties mentioned. With this concession goes the 
the fact that defendant has always had its main office in Minneapolis, 
and the confusion in the mail and telephone service was substantially 
as great before defendant obtained yards in these counties as it has 
been since. Therefore plaintiff must rely on the claim that busi- 
ness was, as a matter of fact, wrongfully diverted, or was likely to 
be so diverted from it to defendant because of the latter name. 
The court found that this was not the case. It is conceivable that 
one looking for Thompson Lumber Company might conclude that 
he had found the object of his search if his eye caught defendant’s 
name, for people are careless and prone to jump at conclusions. 
But if he had a purpose to do business with the corporation in whcih 
A. R. Thompson and sons are interested, it is not likely that he 
could conclude that business with defendant without discovering 
that he was at the wrong place. Moreover, plaintiff is not immune 
from competition. Defendant has a perfect right to establish lum- 
ber yards in proximity to plaintiff's. By so doing some trade that 
might otherwise go to plaintiff would likely go to defendant, even 
though carried on under a name having no similarity whatever to 
plaintiff’s. So that not all loss of business that plaintiff may ex- 
perience through the establishment of retail lumber yards by de- 
fendant in Hennepin and Ramsey counties can be ascribed to the 
use of the word “Thompson” in defendant’s name. 

Lumber derives no peculiar virtue or salability from the repu- 
tation of either the manufacturer or dealer. Its appearance, as a 
rule, discloses its character to the buyer. With such commodity 
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there is less likelihood that the similarity of names between rival 
dealers will result in financial loss to either than would be the case 
of an article manufactured and handled under a well-known brand 
or designation which has acquired an established reputation as 
attached to a particular dealer’s or manufacturer’s name. 

A person may honestly use his own name in connection with 
any business open to him. Royal Baking Powder Co. v. Royal, 
122 Fed. 337, 58 C. C. A. 499, and cases there cited. A corporate 
name stands in a somewhat different aspect. It is often selected 
with an object to further the business of the corporation, and if its 
selection results in unfair competition toward a prior user of a simi- 
lar name there should be no hesitancy about preventing the wrong, 
for a corporate name is readily changed and no sentiment is, as a 
rule, connected with a corporation name. But, nevertheless, it is 
now well settled that an individual of an established trade or busi- 
ness reputation, who joins in forming a corporation to carry on such 
trade or business, may properly allow his name to become a part of 
the corporate name. It may be a business of value which he, as 
interested in the success of the corporation, has a right to bestow 
upon it. 

“Upon principle and authority we hold that every person is entitled 
honestly to use his own name in business, either alone or associated with 
others in a partnership or corporation. He may not, however, use his name 
as an artifice to mislead the public as to the identity of the business or 
corporation, or the article produced, and thereby unfairly divert the busi- 
ness of another person, partnership, or corporation, who first lawfully 
selected the trade-name, established a business, and produced an article 
which is identified by the name.” Sheffield-King Milling Co. v. Sheffield 
Mill. & Elevator Co., 105 Minn. 315 117 N. W. 447, 127 Am. St. Rep. 574. 

“We hold that in the absence of contract, * * * any man may use 
his own name, in all legitimate ways, and as a whole or a part of a cor- 
porate name.” Howe Scale Co. v. Wyckoff, Seaman, etc., 198 U. S. 118, 25 
Sup. Ct. 609, 49 L. Ed. 972. 

See also Clement Co. v. Le Page, 147 Mass. 207, 17 N. E. 804, 
9 Am. St. Rep. 685, and Young & Chaffee Furn. Co. v. Chaffee 
Bros. Furn. Co., 204 Mich. 298, 170 N. W. 48 [9 T. M. Rep. 104]. 

In view of-the above considerations we think no fraud or un- 
fair competition can be inferred from the doing of business by 
defendant in its own name in the territory where plaintiff is estab- 
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lished, and that the proof sustains the finding that there is not likely 
to be any substantial loss to plaintiff's business from defendant's 
use of its corporate name in conducting its business in the counties 
of Hennepin and Ramsey. We are of the opinion that defendant’s 
advertisements afford no ground whatever for claiming that therein 
may be discerned an attempt to mislead the public or to divert or 
wrongfully affect plaintiff's business. In short, this is a case where 
artifice in the selection of the name or in soliciting business must 
be proven in order to make out a case for injunction. The cases 
cited and relied on by plaintiff do not go to the extent of requiring 
the trial court to find that there was here either actual or constructive 
fraud. Nesne v. Sundet, 93 Minn. 299, 101 N. W. 490, 106 Am. St. 
Rep. 439, 3 Ann. Cas. 30, involved a trade-name of a manufacturing 
plant. The name was not selected to perpetuate the business repu- 
tation of any one of the persons forming the corporation, but was 
the identical name which a copartnership was and had been using in 
doing business in Crookston. Rodseth v. Northwestern Marble 
Works, 129 Minn. 472, 152 N. W. 885, Ann. Cas. 1917A, 257, is 
an echo of the same controversy. Sheffield-King Milling Co. v. 
Sheffield Mill. § Elevator Co., supra, related to the methods 
adopted in the manufacture and sale of flour where facts were 
found that the defendant made deliberate efforts to divert 
trade from plaintiff by the use of the word “Sheffield” in its 
name and on the flour brands and trade-marks. In Northwest- 
ern Knitting Co. v. Garon, 112 Minn. 821, 128 N. W. 288, de- 
fendant, an individual, undertook to engage in the knitting busi- 
ness, under the name of Northwestern Knitting Mill in the ter- 
ritory where plaintiff had an extensive business of a kindred 
sort. There, as in the case of Nesne v. Sundet, it was held that 
the similarity of names was such that it would naturally result in 
fraud and deception. The case also related to manufactured articles 
by a corporation of well-established reputation, and the defendant, 
who was enjoined from adopting a trade-name similar to that of the 
corporation, made no attempt to incorporate his own name into the 
trade-name. Dodge Stationery Co. v. Dodge, 145 Cal. 380, 78 Pac. 
882, was a case where the defendant made use of his own name in 


























THOMPSON LUMBER CO. V. THOMPSON YARDS, INC. Sl 


a way to mislead the public and unfairly compete with plaintiff. 
In Am. Clay Mfg. Co. v. Am. Clay Mfg. Co., 198 Pa. 191, 47 Atl. 
936, the plaintiff was a Pennsylvania corporation and the defendant 
a New Jersey corporation that came into the former state to engage 
in the same kind of business as the plaintiff. The court pointed 
out that the New Jersey corporation could not have incorporated in 
Pennsylvania under the name it bore, because of the statute forbid- 
ding the duplication of the name of the prior Pennsylvania corpora- 
tion, and held that its doing business under the same name as the 
home corporation necessarily resulted in unfair competition, entitling 
the plaintiff to an injunction. Other cases cited involve active 
fraud and deception, or relate to dealings in commodities of estab- 
lished reputation wherein the manufacturer’s or dealer’s name plays 
an important part. 

There are some assignments of error relating to the reception 
of testimony and to requested findings. They have been examined, 
but are not deemed to be of sufficient bearing to require discussion. 
No prejudicial error resulted from the rulings at the trial, and the 
requested findings were either upon matters evidentiary, or were 
contrary to those made, and which are found amply supported by 
the evidence. 


Order affirmed. 
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Braprorp Baxine Co. v. Weser Baxine Co. 
(185 Pacific Rep. 417) 





California District Court of Appeal, First District, Division 2 


ao 


October 14, 1919 






. Trape-Names—Trapve-Marks—Unrair ComMPETITION. 
A name or mark of such a nature that no one may acquire an ex- 

clusive right to its use, and which cannot become a trade-mark, may 

become a trade-name, and the use of it to promote unfair competition 

may be prevented or redressed. 

Unrairn Competition—Lapers—Trapve-Names—“GermMan Toast.” 

Where plaintiff had established a trade in a certain kind of bread, 
which it sold in wrappers bearing labels inscribed with the name “Ger- 
man Toast,” and defendant later placed upon the market a similar 
bread, in wrappers similar in size and shape to plaintiff’s, with labels 
of the same general size and shape, bearing the words “German Toast,” 
the defendant was guilty of unfair competition. It was not necessary 
that defendant should have actually duplicated plaintiffs labels before 
relief could be had. 

3. Unram Competition—Use or Lapets—ABANDONMENT—INJUNCTION. 
The fact that defendant had voluntarily abandoned the unfair use 
of a label should not prevent the issuing of an injunction. The defend- 
ant might later decide to resume the use of the label, and injunction 
affords a protection to which the plaintiff is entitled. 


i) 





From a judgment of the Superior Court of Los Angeles County 


denying an injunction prayed for, plaintiff appeals. Judgment 
reversed. 


Richard A. Dunnigan, of Los Angeles, for appellant. 
Clyde E. Cate, of Los Angeles, for respondent. 





Lanepon, P. J.: This is an appeal from a judgment for the 
defendant in an action brought to enjoin the defendant from using 
the words “German Toast’? upon wrappers used on bread manu- 
factured by the defendant. The action was based upon the ground 
that the words “German Toast’ had been copyrighted by plaintiff, 
and upon the further ground that the use of these words by the de- 
fendant upon its wrappers was with the fraudulent intent to injure 
and divert the business of the plaintiff and to deceive and mislead 
previous purchasers and consumers of the plaintiff’s bread. At the 
time of the trial the parties stipulated that all the facts set forth in 
the complaint were true, except that defendant specifically denied 
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that the name “German Toast” was susceptible of being appro- 
priated as a trade-mark, and also specifically denied that the 
wrappers used by the defendant are similar to those used by the 
plaintiff, and also denied that said wrappers used by the defendant 
are such wrappers as would have a tendency to deceive the public, 
or to cause the public to believe that the bread manufactured by 
defendant was the same bread sold by the plaintiff. No evidence 
was introduced, other than the wrappers used by the plaintiff and 
the defendant. The appellant urges two points for a reversal: 
First, that the words “German Toast’ were the subject of registra- 
tion and were registered by the plaintiff, who thereby acquired a 
property right in the same; and, second, that even though the first 
contention be unsound, yet the plaintiff had used its label and trade- 
name for about four years and built up a demand for the product 
so designated before the defendant applied the name to its product, 
and that the defendant was guilty of a fraud in using this name 
subsequently with reference to a product of the same character as 
the product of the plaintiff. 

It is not necessary for us to decide here whether the words 
“German Toast” are words in which the plaintiff may acquire a 
property right as a trade-mark, because a name or mark of such a 
nature that no one may acquire an exclusive right to its use, and 
which cannot become a trade-mark, may become a trade-name, and 
the use of it to promote unfair competition may be prevented or 
redressed. 38 Cyc. 684; Schmidt v. Brieg, 100 Cal. 672, 35 Pac. 
628, 22 L. R. A. 790; Weinstock, Lubin & Co. v. Marks, 109 Cal. 
585, 5386, 42 Pac. 142, 30 L. R. A. 182, 50 Am. St. Rep. 57. As 
against a particular defendant using the name upon a similar 


product, it is only necessary to show such facts as to put in opera- 
tion the rules governing unfair competition. The facts bearing 
upon this question which were alleged in the complaint and admitted 
by the stipulation are that the plaintiff and its predecessors in in- 
terest have continuously, since the 20th day of March, 1913, been 
the manufacturers and vendors of bread, and that said plaintiff and 
its predecessors have been the exclusive owners of the trade-mark, 


label and trade-name consisting of the phrase “German Toast’’ 
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since said time; that since the 29th day of May, 1916, the plaintiff 
has used the said trade-name “German Toast’ upon the wrappers 
inclosing its product, together with a pictorial representation on 
said wrappers as shown in the exhibit attached to the complaint; 
that the plaintiff and its predecessors have been the exclusive owners 
of said trade-name since March 20, 1913, and have used said trade- 
name to designate the origin and ownership of the manufacturer 
and to designate the bread manufactured by it in its said business, 
and that, prior to the use of said trade-name by plaintiff, the same 
had never been used by any other person, firm, or corporation; that 
by reason of plaintiff's long experience and great care in its business 
of manufacturing the said bread, and by reason of the good and 
useful quality of said article, the same became and was at the time 
of the grievance set forth in the complaint, widely known under the 
said trade-name to the community as a valuable and useful article, 
and had acquired a high reputation as such, and commanded an 
exclusive sale in the city of Los Angeles and elsewhere, which sale 
was the source of great profit to plaintiff; that on or about the 3rd 
day of June, 1916, notwithstanding the long and quiet use enjoyed 
by plaintiff of said trade-name, the defendant, well knowing plain- 
tiff’s right to the same, willfully, wrongfully and unlawfully, dis- 
regarding the rights of the plaintiff herein and with intent to injure 
and destroy the business of the plaintiff, prepared and offered for 
sale and sold an article of bread in imitation of plaintiff's bread 
and with intent to deceive and defraud the public and the buyers 
and consumers of plaintiff's bread and to defraud the plaintiff, 
caused the said bread to be wrapped in paper wrappers similar in 
size and shape to those used on plaintiff's bread and caused the 
same to be labeled with a similar device, a label upon which is 
inscribed the name “German Toast,” etc., as shown by exhibit 
attached to the complaint. The labels used by the plaintiff and 
defendant, as appears from the exhibits, are of the same general 
size and shape and on each appears the words “German Toast,” in 
precisely the same style of printing and of precisely the same size, 


with the capital letters blocked in the same manner and the words 
underlined alike. 
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We consider it unnecessary to discuss here in detail the points 
of similarity in the labels and the particulars in which they differ. 
It is not necessary that the defendant should have duplicated che 
label used by the plaintiff before relief may be had. Weinstock, 
Lubin & Co. v. Marks, 109 Cal. 529, 42 Pac. 142, 80 L. R. A. 182, 
50 Am. St. Rep. 57. Under the admissions hereinbefore enumerated 
and the exhibits in evidence, we think the court should have found 
that the plaintiff had acquired the right to the use of the term 
“German Toast” as a trade-name for its bread as against the de- 
fendant, and that the defendant was guilty of unfair competition in 
the use of its said label upon its bread. Under such circumstances, 
an injunction should have been granted restraining the defendant 
from using the said wrapper on the bread manufactured and sold by 
it. Banzhaf v. Chase, 150 Cal. 180, 88 Pac. 704; Modesto Cream- 
ery Co. v. Stanislaus, etc., Co., 168 Cal. 289, 142 Pac. 845. 

The respondent urges in its brief as a reason why the case 
should not be reversed that it has already abandoned the use of the 
wrapper in question. The record contains no such information, but 
a voluntary abandonment would not afford the plaintiff adequate 
relief, as the defendant might later decide to resume the use of the 
label. If the label has been abandoned in good faith and for all 
time, an injunction can do the defendant no harm, and it is a protec- 
tion to which we deem the plaintiff entitled. 

The judgment is reversed, with directions to the trial court to 
grant an injunction restraining the use by the defendant of the label 
involved here. 


We concur: Britrarn, J.; Nourse, J. 
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AMERICAN FEED MiL_uinGc Company v. M. C. Peters Mitt Company 
(270 O. G. 189) 


Court of Appeals of the District of Columbia 
December 1, 1919 


Trape-M arKks—SIMILarITY. 

Registration was refused for a mark consisting of the words “Big 
Chief,” associated with the representation of a man on horseback, con- 
centrically enclosed within a single circle, supposed to represent an 
Indian chief armed with a gun, because of the prior registration of a 
mark consisting of the word “Arab,” associated with the representa- 
tion of a man on horseback, concentrically enclosed within two circles, 
supposed to represent an Arab armed with a spear. 


Appeal from a decision of the Commissioner of Patents. Af- 
firmed. See 8 T. M. Rep. 279. 


Mr. T. Walter Fowler, for appellee. 
Mr. Raymond J. Mawhinney and Mr. Robert J. Mawhinney, 
for appellant. 


Van OrspveL, J.: This is an appeal from the decision of the 
Commissioner of Patents in a trade-mark opposition. 

The mark of applicant, American Feed Milling Company, a 
North Carolina corporation, consists of the words “Big Chief,” 
associated with the representation of a man on horseback concen- 
trically enclosed within a single circle. The mark of the opposer, 
M. C. Peters Mill Company, a Nebraska corporation, consists of 
the word “Arab,” associated with the representation of a man on 
horseback concentrically enclosed within two circles. The man in 
the mark of applicant is intended to represent an Indian chief 
armed with a gun, while the man in opposer’s mark represents an 
an Arab armed with a spear. 

The sole question presented is the likelihood of confusion in 
trade. Applicant alleges use of its mark since 1914, while opposer 
shows use of its mark prior to that date. The dominating feature 
of each mark is the horse with an armed man mounted upon it. 
The horse in each mark is similar in size, style and appearance. 
While the dress of the men is different, they are similar in size, 





AMERICAN FEED MILLING CO. V. M. C. PETERS MILL CO. 87 


position and the respective manner of holding the spear and gun. 
These striking similarities bring this case within the rule announced 
in Bickmore Gall Cure Co. v. Karns Mfg. Co., 126 Fed. 578, where 
the conflicting marks consisted of representations of horses attached 
to the same class of goods. In that case the court said: 


“Both pictures are used on boxes containing the salve. The complain- 
ant’s trade-mark cannot confer a monopoly to every representation of a 
horse upon a medicine of that character. Such a mark would be generic 
in character. Its right is restricted to the particular horse designated in 
the registration, or one of substantially similar appearance, style or posi- 


tion.” 

Opposer’s mark discloses an Arabian horse of unusual appear- 
ance, style and position, while the horse of applicant is similar in 
all its details and dimensions. 


The respective marks are used on burlap sacks containing 
horse feed, displaying at best a dull impression of the mark and 
forbidding to a large extent the detection of distinguishing features. 
The similarity of the dimensions and general appearance of the 
marks emphasizes the improbability of accidental selection by ap- 


plicant. As was said by Judge Lurton in Paris Co. v. Hill Co., 
102 Fed. 148, 151: 


“When there are found strong resemblances, the natural inquiry for 
the court is, why do they exist? If no sufficient answer appears, the in- 
ference is that they exist for the purpose of misleading. Taylor v. Taylor, 
2 Eq. Rep. 290. We are to remember that the average purchaser has sel- 
dom the opportunity of making a close comparison; that he is apt to act 
quickly, and is therefore not expected to excercise a high degree of caution. 
Pillsbury v. Flour-Mills Co., 12 C. C. A. 482.” 


The decision of the Commissioner of Patents sustaining the 
opposition is affirmed and the clerk is directed to certify these pro- 
ceedings as by law required. 
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In Re Atvan BusHNELL ComPAaNy 
(270 O. G. 189) 


Court of Appeals of the District of Columbia 
December 1, 1919 


Trape-Marks—Name Simivar to THat or PatenteD ARTICLE. 

“Safe T Seal” refused registration as a trade-mark for envelopes, 
wallets, letter files, jackets, etc., in view of the existence of patents for 
safety envelopes, which have become known as “safety envelopes” or 
“safety seal envelopes.” 


On appeal from a decision of the Commissioner of Patents. 
Affirmed. 


Messrs. E. T. Fenwick, L. L. Morrill and C. R. Allen, all of 
Washington, D. C., for appellant. 
Mr. T. A. Hostetler, of Washington, D. C., for appellee. 


Van OrspveEL, J.: This appeal is from the decision of the Com- 
missioner of Patents refusing registration of the word symbol 
“Safe T Seal’ as a trade-mark for envelopes, wallets, letter files, 
jackets, etc. 

Counsel for the Commissioner discloses the existence of patent 
to D’Agostina, dated February 8, 1916, for safety envelopes, and 
also patent to Halloran, dated July 25, 1905, which is described as 
relating ‘“‘to a safety seal for envelopes.” It must be assumed that 
the goods of the respective patentees are known to the trade as 
“safety envelopes” or “safety seal envelopes.” This designation 
having been established by virtue of the patents, even if arbitrary, 
would not be available as a trade-mark for either of the patentees 
for goods of the same class as those patented. It follows that, if 
by their use, the marks could not be registered as trade-marks by 
the persons first applying them to the patented articles, a stranger 
could not adopt either of them as a trade-mark for the same class 
of goods. 

Treating the mark independently, the test here is the impres- 
sion which it would make upon the public. It is clear that the trade 


would identify the goods bearing the mark either as safety seal 
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envelopes or safe seal envelopes. In either case the mark is de- 
scriptive of the goods and comes within the prohibition of section 5 
of the Trade-Mark Act of February 20, 1905. 

The decision of the Commissioner of Patents is affirmed and 
the clerk is directed to certify these proceedings as required by 


law. 


L. Orzen & Company v. Tue J. K. Armsspy Company 
(270 O. G. 191) 


Court of Appeals of the District of Columbia 


December 1, 1919 


Trapve-MarKks—SIMILARITY. 

The trade-marks “From the Land of Sunshine” and “Blossom and 
Sunshine,” associated with the representation of blossoms and a sun- 
burst, were held not to be so similar as to be likely to lead to confu- 
sion in trade. 


Appeal from a decision of the Commissioner of Patents. Af- 
firmed. See 8 T. M. Rep. 279. 


Mr. A. P. Greely, of Washington, D. C., for appellant. 
Mr. E. T. Fenwick and L. L. Morrill, both of Washington, 
D. C., for appellee. 


Van Orspet, J.: This is an appeal from the Commissioner of 
Patents in a trade-mark cancelation proceeding, in which the peti- 
tioner, L. Otzen & Company, is seeking the cancelation of the regis- 
tration of the mark “From the Land of Sunshine,’ granted to the 
registrant March 31, 1914. 

Petitioner’s mark consists of the words “Blossom and Sun- 
shine,’ associated with the representation of blossoms and a sun- 
burst. Both marks are used on identical goods, dried fruits. 

It is contended by petitioner that the word “Sunshine” is the 
dominating feature of each mark. Registrant, however, answers 
this by way of a counterclaim that petitioner's registration of the 
mark in issue in 1906 was illegally secured, because of a prior use 
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by registrant of a mark for fruits consisting of the word “Sunshine’”’ 
alone. The use of this mark, registrant claims, was prior to any 
rights acquired by petitioner in its present mark. This would seem 
to foreclose conclusively petitioner’s right to demand cancelation of 
registrant's mark on the ground that its dominating feature is the 
word “Sunshine,” since prior rights to the use of that word are in 
the registrant. 

This, however, does not decide the issue of probable confusion 
arising from the use of the marks in question. We agree with the 
tribunals below that there is nothing inherent in the appearance 
of the marks, or in the proof adduced by petitioner, to justify an 
adjudication that the marks are so similar as to be likely to lead 
to confusion in trade. 

The decision of the Commissioner of Patents is affirmed and 
the clerk is directed to certify these proceedings as by law required. 


Pau. F. Betcu Company v. Ke._itoce Toastep Corn FLAKeEs 


CoMPANY 
(271 O. G. 361) 


Court of Appeals of the District of Columbia 


January 5, 1920 


TrapbeE-Marks—REGIsTRATION—EXPANSION OF BusINEss. 

The characteristics of breakfast foods and candy are so different 
that a trade-mark used for the former cannot be held to apply to the 
latter as a result of the natural expansion of business. 


Appeal from a decision of the Commissioner of Patents. Re- 
versed. See 8 T. M. Rep. 366. 


Mr. James L. Steuart and Mr. S. R. Perry, of New York, for 
appellant. 
Mr. W. H.C. Clarke, of New York, for appellee. 


Ross, J.: Appeal from a Patent Office decision sustaining 
appellee’s petition for the cancelation of appellant’s trade-mark 
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“Golden Crumbles,” which it had used on candy since February of 
1915. 

It appears that the words “Golden Crumbles” were suggested 
by the color of the candy and its tendency easily to crumble. A 
very considerable business soon was established. Appellee, in 1912, 
adopted the word “Krumbles”’ as a trade-mark for a cereal break- 
fast food. In April of 1916, more than a year subsequent to ap- 
pellant’s adoption of its mark, appellee commenced using its mark 
on a confection. It contends that this was a legitimate and natural 
expansion of its business. We do not think so. Quaker Oats Co. 
v. Mothers Macaroni Co., 41 App. D. C. 254 [4 T. M. Rep. 73}. 
The acting Examiner of Interferences pertinently observed that 
there is no “proof to the effect that manufacturers of cereal break- 
fast foods are in the habit of engaging in the production of candy.” 
Moreover, the general and essential characteristics of breakfast 
foods and candy are different and we are of opinion that the use of 
a mark by a dealer in one leaves its use open to a manufacturer of the 
other. 


The decision is reversed. 





In Re StrepHENs-ADAMSON MANUFACTURING COMPANY 
Court of Appeals of the District of Columbia 
January 5, 1920 


1. Trape-Marks—AppLicaTION FoR REGISTRATION—MOTION For I.EAVE TO 
Strike Ovr. 
Where application was pending for the registration of the words 
“Unit Carrier” as a trade-mark, it was error to overrule a motion to 
strike out the word “Carrier.” 
2. Trapve-Marxs—REGIstratTionN—DESCRIPTIVENESS. 
The word “Unit” held not to be descriptive as applied to roller 
brackets for belt conveyers. 


Appeal from a decision of the Commissioner of Patents. Re- 


versed. See 8 T. M. Rep. 318. 


Mr. L. K. Gillson and Mr. C. B. Gillson, both of Chicago, IIl., 
for appellant. 
Mr. T. A. Hostetler, of Washington, D. C., for appellee. 
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Smitu, C. J.: The Stephens-Adamson Manufacturing Com- 
pany applied to have the words “Unit Carrier” registered as a 
trade-mark for roller brackets for belt conveyers, but the applica- 
tion was denied on the ground that the words were descriptive. 
While the application was pending a motion for leave to strike out 
the word “Carrier” was overruled by the Commissioner of Patents. 
According to the decisions of this court (In Re Beckwith, 48 App. 
D. C. 110 [8 T. M. Rep. 310], and authorities there referred to), 
this was error. 

Considering the mark as embracing merely the word “Unit,” 
the question as to whether or not it is descriptive is a close one. We 
have sustained the word “Cream”’ as a valid trade-mark for baking 
powder over the objection that it was descriptive. And the fol- 
lowing words have been upheld: ‘“Holeproof,” as applied to hosiery 
(Holeproof Hosiery Co. v. Wallach Bros., 172 Fed. 859) ; “Cream,” 
as applied to rolled oats (Albers Bros. Milling Co. v. Acme Mills 
Co., 171 Fed. 989); “Anti-Washboard,’ as applied to soap 
(O’Rourke v. Central City Soap Co., 26 Fed. 576), and many others, 
equally suggestive, referred to in the last case, where the opinion is 
by Judge Brown, afterwards Mr. Justice Brown of the Supreme 
Court of the United States. He said of the words “Anti-Wash- 
board” that they were not objectionable, “‘although the natural in- 
ference from them is that by the use of the soap the necessity of 
rubbing the clothes is obviated.” Continuing, he ruled, ‘we incline 
to the opinion that they are rather suggestive than descriptive and 
that they may be properly claimed as a trade-mark.” 

It may be said that a mark to be suggestive must contain some 
element of descriptiveness; but if this be true, it seems from the 
foregoing decisions that this does not render it obnoxious to the law. 

The word “Unit” is not descriptive, therefore, because it may 
suggest to the mind that the carrier, consisting of three rollers, 
moves as one. Standing alone it does not necessarily indicate “a 
plurality of similars.” It refers as well to a single person or 
thing. (Standard Dictionary, 1913.) In electricity we speak of a 
unit current—one in which a unit quantity of electricity flows in 
unit time. We think, therefore, that the applicant company, upon 
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eliminating the word “Carrier,” is entitled to have the word “Unit” 
registered as a trade-mark for the goods mentioned in its application. 
The decision of the Commissioner is reversed. 


In Re Macuin-Zimmer-MicGitt Tospacco Company, 
INCORPORATED 


Court of Appeals of the District of Columbia 


January 5, 1920 


Trave-Marks—REGIstRaATION—SIMILARITY. 
The words “El Gallo” are properly refused registration as a trade- 
mark for tobacco, in view of the prior registration of the words “Our 
Rooster,” with the picture of a rooster, for the same product. 


Appeal from a decision of the Commissioner of Patents. Af- 
firmed. See 8 T. M. Rep. 278. 


Mr. Henry M. Wise, of New York, for appellant. 
Mr. T. A. Hostetler, of Washington, D. C., for appellee. 


Ross, J.: Appeal from a Patent Office decision refusing 
registration to the words “El Gallo,” as a trade-mark for tobacco. 

“El Gallo” is the Spanish for “The Rooster,’ and it appears 
that “Our Rooster” and a picture of a rooster have been registered 
as a trade-mark for tobacco by another concern. In Nestle & 
A. S$. C. Milk Co. v. Walter Baker & Co., 37 App. D. C. 148, 152, 
we ruled that “Milkmaid” and a pictorial representation of a milk- 
maid meant the same to the public, and that the “right to employ 
one necessarily includes the right to employ both.’”’ It matters not 
that appellant has employed the Spanish language instead of 
English. In Re Bradford Dyeing Assoc., 46 App. D. C. 512 [7 
T. M. Rep. 329]. 


The decision was right and is affirmed. 
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Coca-CoLta Company v. CHERO-CoLa CoMPANY 
Commissioner of Patents 


January 24, 1920 


. Trape-Marxs—Opposition To ReGistRaATION—Status OF OPPosER. 

In order to sustain opposition it is not necessary that opposer be 
the owner of a technical trade-mark; it is only necessary that he show 
that applicant’s mark is deceptively similar to that by which his own 
goods are known. 

. Trape-Marxs—Opposition To Reoistration—Proor or Conrvsion. 

While it is held that, where the defendant’s mark is identical with 
that of plaintiff, or where it is so similar that the likelihood of confusion 
is obvious, it is not necessary that actual confusion in trade be shown, 
in a case where the marks are not identical, and the goods have been 
used in direct competition with each other for a number of years, but 
confusion is alleged, it is significant if no evidence of actual confusion is 
produced. 

Trapve-Marks—SimiLarity—‘Coca-Coia” ann “CHERo-Cora.” 

Held, that the word “Chero” is sufficiently unlike the word “Coca,” 
both in sound and suggestion, to distinguish the mark “Chero-Cola” 
from the mark “Coca-Cola.” The use of the word “Cola” for a syrup 
or drink similar to that manufactured by the owner of the “Coca-Cola” 
mark cannot be prevented by the latter. 


Appeal from a decision of the Examiner of Interferences. 
Reversed. 


Mr. Harold Hirsch, Messrs. Frank F. Reed & Edward S. 
Rogers, and Mr. Francis M. Phelps, for Coca-Cola Com- 
pany. 

Mr. C. L. Parker, for Chero-Cola Company. 


WuitenHeap, A. C.: Appeal is taken by the Chero-Cola Com- 
pany from the decision of the examiner of interferences sustaining 
the opposition filed by the Coca-Cola Company and holding that 
the Chero-Cola Company is not entitled to the registration for 
which it has made application. 

The mark sought to be registered consists of the hyphenated 
word “Chero-Cola.” As shown in the label and in the drawing 
this word is written in block type. 

The record shows that this mark was refused registration by 
the examiner in view of the prior registrations of the word “Coca- 
Cola.”’ On appeal the decision was reversed by the then Commis- 
sioner, who said: 
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“It seems to me that the arbitrary word ‘Chero’ is sufficiently unlike 
‘Coca’ both in sound and suggestion to distinguish this mark from Coca- 
Cola, and there is no attempt to copy the appearance of the Coca-Cola label. 

“The parties have been in business for three years, according to an affi- 
davit filed before me and if the owners of the mark Coca-Cola think they 


would be injured by the mark here in question, they will have opportunity 
to enter opposition. 


“The decision of the examiner of trade-marks is reversed.” 


In the notice of opposition, after referring to the use by the 
opposer of the word “Coca-Cola,” it is alleged that the applicant, 
the Chero-Cola Company, has been putting upon the market a syrup 
in imitation of “Coca-Cola,” and applied thereto and to advertise- 
ments thereof the word “Chero-Cola,” printed in script, which is a 
deliberate and fraudulent imitation of opposer’s mark “Coca-Cola,” 
and of opposer’s characteristic and distinctive form of lettering; 
that it imitated the bottles used by The Coca-Cola Company and 
that— 


“The product of The Chero-Cola Company and the beverage made there- 
from under the said name ‘Chero-Cola’ has been in the past and now is be- 
ing sold, dispensed and passed off on the public as and for opposer’s said 
product and beverage ‘Coca-Cola’ and that the public has purchased and 
accepted applicant’s product and beverage ‘Chero-Cola,’ in the belief that 


the same is ‘Coca-Cola.’ ” 

It is also alleged that the use by the applicant of the name 
“Chero-Cola” and the deceptive and imitative manner in which the 
name is lettered, the use of red colored barrels as containers for the 
product, and the coloring of the product in imitation of the dis- 
tinctive color of opposer’s syrup were all “elements of a deliberately 
fraudulent scheme to pirate upon the reputation of opposer’s said 
product ‘Coca-Cola.’ ” 

Voluminous testimony was taken on behalf both of the op- 
poser and the applicant. The opposer’s record contains nearly 


seven hundred printed pages and the applicant’s record about 
twenty-two hundred. 


It appears that when applicant first began using its mark it 
was written in script, but that some years before this proceeding 
was commenced it adopted the form of label shown in the specimens 


filed with the application, in which the mark is displayed in block 
type. 
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In the applicant’s brief, pages 61 to 80, the testimony with 
reference to confusion is referred to. According to this testimony 
there has been confusion in the mails, that is, letters addressed to 
one of the companies, or rather to one of its subsidiary bottling 
companies, have been delivered to the corresponding company of the 
other; confusion in express packages and telegrams; and confusion 
of the bottles, that is, the drivers who collect the bottles of one 
company take up the bottles of the other. There was also pre- 
sented by the opposer the testimony of a psychological expert as to 
certain tests which he had made, which are referred to under the 
heads of “Visual Recognition Confusion” and “Sound Confusion,” 
and from which he draws the conclusion that there is more likeli- 
hood of confusion between the word “Chero-Cola and the word 
“Coca-Cola” than there was of confusion between the marks in- 
volved in a number of cases in which plaintiff's mark was held to 
have been infringed. 


In the applicant’s brief it is argued that the opposer has no 


exclusive right to the word “Cola,” since that word is descriptive, 
and that therefore the only question to be considered is the simi- 
larity of the two words “Coca” and “Chero.” It is further argued 
that the opposer does not come into court with clean hands and is 


not entitled to maintain this proceeding, since the mark as applied 
to opposer’s product is deceptive and that its advertisements and 
labels tend to mislead the public. In support of the second conten- 
tion reference is made to the decision of the Circuit Court of Ap- 
peals of the 9th Circuit in Koke Co. of America, et al. v. Coca-Cola 
Co., 255 Fed. Rep. 894 [9 T. M. Rep. 242]. 

If the marks are not deceptively similar, it will not be necessary 
to pass upon the latter contention. 

So far as the first of these arguments is concerned, it is to be 
noted that applicant is not seeking to register the word “Chero’”’ but 
the hyphenated word “Chero-Cola.” If the word “Cola” is de- 
scriptive as applied to opposer’s product, it is equally descriptive 
as applied to applicant’s. The mark which the opposer uses is 
“Coca-Cola” and the mark which the applicant is seeking to register 
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is ‘“Chero-Cola.” It is not necessary in order to sustain this op- 
position that opposer be the owner of a technical trade-mark. If 
his goods are known as “Coca-Cola,” then in order to sustain the 
opposition, leaving out of consideration for the moment the ques- 
tion of unclean hands, it is only necessary to be established, that 
the mark “Chero-Cola” is deceptively similar to the mark ‘“‘Coca- 
Cola.” 

There are decisions which hold that it is not necessary where 
the defendant’s mark is identical with that of plaintiff's, or where 
it is so similar thereto that the likelihood of confusion is obvious, that 
actual confusion in trade be shown. But in a case where the marks 
are not identical, where confusion is alleged and where the goods 
have been used in direct competition with each other for a number of 
years, it is significant if no evidence of actual confusion is pro- 
duced. 

It was admitted at the hearing that the record did not contain 
any evidence that anyone had been given a bottle of “Chero-Cola” 
thinking that he was getting “Coca-Cola,” or that it had been estab- 
lished that any of the traders in this commodity had deliberately 
tried to pass off the goods of one as those of the other. Not only 
is no testimony offered on this point by the opposer, though his 
record is voluminous and it appears that this question had been 
investigated, but the testimony of Burton, a witness for the ap- 
plicant, is to the effect that in a large number of instances he had 
gone to different dealers and asked either for “Coca-Cola” or 
“Chero-Cola” for the purpose of ascertaining whether one was 
being passed off for the other or not and that in no instance where 
he asked for the one was he ever given the other as a substitute 
therefor; that the dealer either gave him what he asked for or told 
him that he did not handle that commodity. While some of the 
witnesses for the opposer state that the words are liable to be 
confused, they admit that at an ordinary distance the marks could 
be told, one from the other, without any trouble. 


So far as the question of confusion in bottles is concerned, it 


does not seem to be established that this was due to the similarity of 
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the marks. It appears that both companies have adopted the 
practice of organizing local bottling plants (for example, at Dublin, 
Ga., there was the Dublin Coca-Cola Bottling Company and the 
Dublin Chero-Cola Bottling Company); that these companies took 
the syrup, mixed it with carbonated water and bottled it; that the 
cases containing these bottles were delivered to the dealers with 
the understanding that the bottles were not sold and these bottles 
were afterwards collected by the drivers of the companies. It 
appears that in a number of instances “Chero-Cola” bottles have 
been taken up by the “Coca-Cola” drivers and ‘“Coca-Cola’’ bottles 
taken up by the “Chero-Cola” drivers, but the testimony seems to 
establish that this was probably due to the fact that the bottles were 
of the same size and same height and ordinarily of about the same 
color. That the confusion was primarily due to the size and shape 
of the bottles rather than to confusing the names thereon is shown 
by the fact that the drivers picked up a large number of other 
bottles, that is, bottles of other manufacturers having different 
names from either “Coca-Cola” or “Chero-Cola.” 

Whether the opposer has any right to require that the ap- 
plicant shall use a different sized bottle or a different shaped bottle 
is a question not involved in this controversy. 

While it has been shown that in a number of instances mail 
intended for one local company has been delivered to the other, 


and in a few instances there has been confusion in telegrams and 


express orders, it is not shown to have been any greater than the 
confusion among other companies in which part of the name was 
the name of the town. In other words, as between the Dublin 
Chero-Cola Bottling Company and the Dublin Coca-Cola Bottling 
Company the confusion is not shown to have been due to the 
similarity of “Chero-Cola” to ‘Coca-Cola.’ It seems just as 
probable that it was due to the fact that each name included the 
name of the town and the words “Bottling Company.” The wit- 
ness Laurens, testifying for the applicant, states that when he was 
manager of the Washington branch of the Coca-Cola Company 
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there was delivered frequently to him mail for the Washington 
Bottling Company. 

The question-of applicant’s right to so name its local bottling 
plant, like the question of its right to use bottles of the same shape 
and size as opposer’s, is not involved in this proceeding. 

The testimony of Paynter,’ the psychological expert, was ob- 
jected to as being hearsay and entitled to no weight. It is not 
deemed necessary to consider this question, since the fact that no 
purchaser has been known to have been confused, although the 
goods were sold side by side for a number of years, is more per- 
suasive on the question of probability of confusion than opinions 
deduced from the tests which the witness made. 

It must be held that opposer has not established that the Com- 
missioner was wrong in ruling on applicant’s ex parte appeal that 
“Chero” was sufficiently unlike “Coca,” both in sound and sug- 
gestion, to distinguish the mark sought to be registered from the 
mark “Coca-Cola.” 

Apparently it was sought to be established that The Coca- 
Cola Company had the right to prevent the use of the word “Cola” 
on a syrup or a drink similar to that manufactured by it, but that 
has not been the holding of the courts. In the case of Coca-Cola 
Co. v. Williamsburgh Stopper Co., 2 T. M. Rep. 284, Judge Hough 
refused to grant an injunction against the use of the mark ““Epso- 
Cola,” although he enjoined the defendant from writing that mark 
in script form similar to that used by The Coca-Cola Company, and 
in the case of Seth A. Fowle v. Miner’s Fruit Nectar Company, 
Judge Brown likewise refused to enjoin the use of the words 
“Miner’s Citro-Cola.” In each of these cases it was held that the 
defendant had a right to manufacture what might be termed a cola 
beverage, that is, a beverage having cola as an ingredient. 

As the conclusion above reached necessitates a reversal of the 


decision of the examiner of interferences, it is not necessary to 


pass upon the question whether the opposer is barred from sus- 


‘Author of “A Psychological Study of Trade-Mark Infringement.” 
See Bulletin of the United States Trade-Mark Association, Vol. 14, p. 147. 
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taining this proceeding on the ground of unclean hands. The 
decision of the examiner of interferences is reversed and it is held 
that the applicant is entitled to register the mark for which it has 


made application. 
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